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1 ) The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

2) Claims 13-24 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Japan 517 (JP 9-136517) in view of Japan 741 (JP 2001-308741), Koch et al 
(US 5,500,065) and Balzer et al (US 6,217,683). 

Japan 517 discloses a transponder 1 comprising a transponder body 1A. The 
transponder body comprises a chip and an antenna (electronic circuitry and an aerial 
wire printed on a ceramic substrate). The transponder 1A is attached to an elastic 
member 1C, which is illustrated as being a strip in Figure 8. The opposite ends of the 
elastic strip 1C are bonded to the internal tire surface 31 (Figure 10). The middle of the 
elastic strip is not bonded to the internal surface of the tire so that even if the tire 
internal surface deforms, the deformation force is not directly applied to the transponder 
body 1A. See Figure 10 and paragraph 86 of machine translation. Japan 517, directed 
to tire monitoring, does not specifically recite the transponder as comprising a 
transponder chip and antenna embedded in a substrate. However, it would have been 
obvious to use a transponder chip and antenna embedded in a substrate as Japan 
517's transponder 1 since (1) Japan 741, directed to making a transponder for a tire, 
suggests embedding a chip 2 and antenna 1 in "substrate material" (e.g. silicon resin or 
polyethylene) and (2) Koch et al, also directed to tire monitoring, suggests encasing / 
encapsulating a monitoring device (transponder) comprising a microchip and antenna in 
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material to inhibit straining of the device. Hence, the applied prior art to Japan 517, 
Japan 741 and Koch et al fairly teach a "transponder arrangement for mounting on an 
inner wall surface of a tire, the transponder arrangement comprising: a substrate; a 
transponder including a transponder chip and a transponder antenna embedded in said 
substrate; a strip of material fixedly connected to said inner wall surface over only a 
portion of said strip ; and said substrate being ... connected to said strip" (emphasis 
added). With respect to only a portion of the strip 1C being fixedly connected to the 
inner wall surface, attention is directed to Figure 10 of Japan 517. Japan 517 does not 
recite "releasably" connecting the transponder body 1A (substrate) to the strip 1C. 

As to claims 13 and 23, it would have been obvious to one of ordinary skill in the 
art to "releasably" connect Japan 517's transponder 1 A to the elastic strip !C since 
Balzer et al, also directed to tire monitoring, suggests forming a "releasable" connection 
between a rubber ply 30 and an monitor module E so that the monitor module may be 
removed to be inspected, repaired and/or updated in hardware and/or stored data, as 
well as relocated to another tire or replaced by another module (Figure 1, col. 3 lines 1- 
5, col. 6 lines 45-45-67). The rubber ply 30 in Balzer et al directly corresponds to the 
elastic strip 1C in Japan 517. The monitor module E in Balzer et al directly corresponds 
to the transponder body 1 A in Japan 517. In the specific example embodiment of 
Figure 1, Balzer et al obtains the "releasable" connection by providing the rubber ply 30 
with a fastener part 20, providing an opening 22 in the monitor module and inserting the 
fastener part 20 through the opening 22 in the monitor module. In another example 
embodiment, a strap comprising a hook and loop fastening system extends though an 
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opening in rubber ply 330 (i.e. through the middle of a folded rubber ply 330). This strap 
is then wrapped around the monitor module E and secured to itself via the hook and 
loop fastening system so as to releasably connect the monitor module to the rubber ply 
330. The predicted and expected result of the above combination of applied prior art is 
(1) preventing direct transmission of deformation force from the tire to the transponder 
to prevent damage thereto (Japan 517) and (2) allowing a module to be removed for 
inspection, repair or updating (Balzer et al). 

As to claims 14 and 24, Balzer et al suggests forming an opening in the monitor 
module (substrate) and connecting the monitor module to the rubber ply (strip) via the 
opening. For example, see Figure 1, 4A, 5Aor 10B. 

As to claim 15, note the edge 27 ("fixing means projecting therefrom") provided 
on the monitor module E in Figure 10B. 

As to claim 16, note the "opening" between the indexing or ratchet elements 56 
of the shaft of the fastener 50 which is part of the rubber ply (strip). 

As to claim 17, it would have been obvious to provide the substrate opening with 
a "rectangular shape and rounded or beveled edges" in view of the various opening 
configurations disclosed by Balzer et al. For example, note opening 24 in Figure 2 and 
opening 124 in Figure 5A. 

As to claim 18, Japan 517 teaches an elastic strip 1C and Balzer et al teaches a 
rubber ply. 
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As to claim 19, both Japan 517 and Balzer et al teach the "substrate" lying 
exclusively on the "strip". See for example Figure 10 of Japan 517 and Figure 1 of 
Balzer et al. 

As to claim 20, it would have been obvious to one of ordinary skill in the art to 
provide the substrate with a "rounded form on the side facing toward the inner side of 
the tire" in view of the various "substrate" configurations disclosed by the applied prior 
art. See for example, the rounded corners of the substrate in Figure 6 of Koch et al or 
the concave surface shown in Figure 14 of Koch et al. 

As to claims 21 and 22, it would have been obvious to one of ordinary skill in the 
art to apply the strip to the inner side of the tire in advance of vulcanization (claim 21) or 
apply the strip to the inner side of the complete tire after tire vulcanization via cold 
vulcanization (claim 22) in view of Balzer et al's disclosure to affix the rubber ply to the 
interior surface of the tire before curing, during curing or after curing of the tire (for 
example using a chemical cure instead of heat and pressure). See col. 4 lines 39-51 
and col. 7 lines 38-67 of Balzer et al. 

Remarks 

3) The remaining references are of interest. 

4) No claim is allowed. 

5) Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Steven D. Maki whose telephone number is (571) 272- 
1 221 . The examiner can normally be reached on Mon. - Fri. 8:30 AM - 5:00 PM. 
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If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Richard Crispino can be reached on (571) 272-1226. The fax phone 
number for the organization where this application or proceeding is assigned is 571- 
273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/Steven D. Maki/ 

Primary Examiner, Art Unit 1791 

Steven D. Maki 
October 1 , 2009 



